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Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 06 May 2005 . 
2a)D This action is FINAL. 2b)£3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) IEI Claim(s) 2J_ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 2J_ is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 08 January 2004 is/are: a)E3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachments) 

1 ) £<] Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) £3 Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date 3/30/05 . 


4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application 

6) □ Other: . 
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DETAILED ACTION 

Examiner's Comments 

1. This action is in response to applicant's preliminary amendment received 5/6/2005. The pending 
claims are 2-7. 

Oath/ Declaration 

2. The oath or declaration is defective. A new oath or declaration in compliance with 37 

CFR 1.67(a) identifying this application by application number and filing date is required. See MPEP 
§§ 602.01 and 602.02. 

The path or declaration is defective because it does not state that the person making the oath or 
declaration acknowledges the duty to disclose to the Office all information known to the person to be 
material to patentability as defined in 37 CFR 1.56 . Specifically, the correct statement should read, "I 
acknowledge the duty to disclose information which is material to patentability of this application in 
accordance with Title 37, Code of Federal Regulations Section 1.56 ." 

Specification 

3. The title of the invention is not descriptive and is therefore objected to. A new title is required 
that is clearly indicative of the invention to which the claims are directed. The Examiner suggests 
APPARATUS FOR APPLYING SURGICAL FASTENERS TO BODY TISSUE since the continuation does not 
claim a method or attaching an object to body tissue. 

4. The disclosure is objected to because of the following informalities: the continuation information 
submitted on 1/8/2004 was not included in the more recent specification submitted on 5/24/2004, but 
needs to be included. Please re-submit the continuation information to be incorporated in page 1 of the 
specifications. Appropriate correction is required. 

Claim Rejections - 35 USC§ 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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6. Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

In claim 2, line 14, the phrase "in each position of the plurality of positions" is indefinite because 
it is not clear what structural limitations are encompassed by the claim or if there is proper antecedent 
basis for this phrase. What plurality of positions is the claim referring back to and how is the structure of 
the claimed apparatus defined by this phrase? Appropriate correction is required. 

Claims 6 and 7 depend from a cancelled claim. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

8. Claims 2-5 are rejected under 35 U.S.C. 102(b) as being anticipated by US 5,312,023 to Green et 
al. Green et al shows the same apparatus for applying surgical fasteners. 

With respect to claim 2, an elongate member (54), a staple storage portion (58) attached to a 
distal portion of the elongate member and being movable between two positions with respect to the 
longitudinal axis defined by the elongate member, a control member (228 - see Fig. 12) capable of 
rotating the elongate member about the longitudinal axis and moveable between two positions in order 
to effect movement of the staple storage portion, an advancing mechanism (136) capable of advancing 
surgical fasteners through the staple storage portion and an anvil (56). 

With respect to claim 3, the apparatus having a frame and handle assembly (52), the assembly 
having a stationary member and a pivotal member (62 - see Fig. 3). 

With respect to claim 4, the apparatus of Green et al discharges surgical fasteners when the 
handle member is squeezed by an operator, i.e. pivotal member pivots between positions. 
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With respect to claim 5, the pivoting member (62) moves between positions in order to advance 
surgical fasteners from the staple storage portion and into engagement with the anvil. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
Refer to attachment (PTO-892) for notice of references cited and recommended for consideration based 
on their disclosure of limitations of the claimed invention. 

10. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Brian Nash whose telephone number is 571-272-4465. The examiner can normally be 
reached on Monday - Thursday from 8 a.m. to 6 p.m. 

11. If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Rinaldi I. Rada can be reached at 571-272-4467. The official fax number for this Group is: 571-273-8300 

12. Information regarding the status of an application may be obtained form the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.ustpto.gov . 
Should you have questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 

/Brian D. Nash/ 8/17/2007 
Primary Examiner, Art Unit 3721 


